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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 6/2/09 has been entered. 

Status of claims 

Claims 1-17, 18-22 and 29-30 are cancelled. Claims 17 and 23-28 are pending in the 
application. 

Claim Rejections - 35 USC § 112 

Claims 17 and 23-28 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

There is lack of written description for claim 17. See below for claim 17. 

claiml7. (Currently amended) A method of treating skin comprising applying to the area 
of skin to be treated a skin care composition comprising a neutralized, solubilized anionic 
polyurethane, a second solubilized polymer selected from the group consisting of acrylate, 
polyacrylate, methacrylate and polymethacrylate polymers , and at least one solvent, and from 
about 61 wt.% to about 76 wt% by weight of the composition of water , wherein the skin care 
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composition is selected from the group consisting of sunscreens, suntan compositions, after-sun 
compositions, hand moisturizers, body moisturizers, face creams, face lotions, skin tightening 
compositions, skin firming compositions, skin cleansing compositions, color cosmetics, and 
whitening compositions. 

Applicants' point out support for the range of water which is " about 61%" 
to example 5 " about 76%" to example 6. 

The support in examples 5 and 6 is for " sunscreen emulsions" and the second polymer 
being " polyacrylate". 

There is no support in examples 5 and 6 for polymethacrylate as the second solubilized 
polymer using the specific amount of water claimed in claim 17. Specification does not describe 
amount of water other than amount disclosed in the examples. There is lack of written 
description for skin care composition having the specific amount of water using any composition 
of claim 17 other than " sunscreen" since examples 5-6 are drawn to " sun screen". The support 
in the examples 5 and 6 is 7.28 and 4 % using specific mixture of polyurethane and polyacrylate 
using the specific amount of water. There is lack of written description for the amount claimed in 
claims 23-28 for polyurethane and polyacrylate. respectively. 

Claim Rejections - 35 USC § 112 

Claims 23-28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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Claims 23-28 lacks antecedent basis since claim 17 recites " pre neutralized , solubilized 
anionic polyurethane " and not " polyurethane". Claim 17 recites "second solubilized polymer" 
and not " second polymer" . 

The term "at least about" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention, because one of skill will not be able to 
determine which term is in control. The claims lack clarity as to whether "at least" (a lower limit) 
or about "(broadening limitation, both higher and lower) it is unclear what controls the metes and 
bounds of the phrase "at least about". Amgen, Inc. v. Chugai Pharmaceutical co., 18 USPQ 2D 
1016. 

The term "greater than about" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention, because one of skill will not be able to 
determine which term is in control. The claims lack clarity as to whether "greater" (a lower limit) 
or about "(broadening limitation, both higher and lower) it is unclear what controls the metes and 
bounds of the phrase "greater than about". 

Claim Rejections - 35 USC § 103 
1. Claims 17and 23-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of U. S. Patents 6,010,686 ('686) and 5,626,840 ('840) and 6,264,933 ('933) and 
6,039, 935 ('935). 

Instant application is claiming a method of treating skin comprising: 

1. Neutralized, solubilized anionic polyurethane 
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2. Solvent 

3. Second polymer. The specification defines "solubilized ur ethane" as ur ethane being 
soluble in solvent. 

4. Water 

Patent '686 teaches cosmetic composition using a polymeric system, which contains one 
film-forming polymer and use of this composition on the skin. See the abstract, see coll, 11 1-16. 
Patent '686 at col.2, 11 10-26 teaches: 

Ik. omposdioi \ oi os t i \ ft < t j i k s it 
p is&ibk ►biam a I \m >gei e« is ill i v\ ik i bass i ght 
temtre ituj it ns.uns ^tunt »rubk to wear all day bag. The 
film is not at all sticky* while being soft, supple, clastic and 
_ Ucsihic *»n thv sKui.u l.dMw the mo\ k mcMs t«J ilu suppott 
on which ii s tpj I k ► \ i ?ou a idk ng * tJ r liJ tg oil I.i 
be esc >}.» f« 1' i fb lips I h< c n p mii o ccord ig to 
the it \ ui m i\ yai ci id} uis nmgeom is * 

^ Hjsp<iH k . T s ios application to k hps especially as hp 
..^ rouge. The composition according to she invention also is 
particularly advantageous as a composition far application 
as m eyeliner. 

Furthermore, the film obtained m accordance with the 
[>k^,i1 i n u i b i v k I t. u ^< u*>u <>i kss ixiatit% 

depending on the nature of she particular constituents of she 
eoii a Hi 3 i it i i \* it m *. '1 i i n - f 

products which can be made silossv or matte at will 

Patent at col.2, 11 35-40 teaches various polyurethanes and this includes anionic 
polyurethane. Patent at col.4, 11 10-24 teaches: 
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in Ik } result Jt^iptm iImjm <i. <i lln kmm k 
pnhmef"' is ink ruled to mean a. dispersion capable of 
forming filiii inch ting no tvlud ,i co l^i ig 
age at 

Hk-.Mlu'-^ !i I m t f JIU Ujl > llN I'h *^t'S d kl" 

15 ihv pascnS imcntion nt.iv r.in^ r «>n > ^ "> b\ wUi 
&ed preferably range from '*0 So 409* by weight 

The ciMHf>wiliot\ t>l Ik nu )ti <r n i< \,hul \u>vn 
rttt' 1% s\v i J . p , k th \ ii= n mo 4> «uaK"l Jr\ 
mi] ids ot ilhrvdorrning polymers. 

IIh pj HlW sia fht pohrnas j at< k i^u ium^i 1 
xxmy range from 10 ?o 500 nm and pidu^hh ratsges from 20 
to 150 nm mu makes it possible to < btair t :i i vi fob 

li is i lUii irk >,i <h>^ 

Patent at col. 4, II 40-45 teaches plasticizing agent and this includes water soluble solvents 
and water insoluble solvents. Patent at col.4, 11 50-62 teaches various glycol derivatives. Patent at 
col.5, 11 22-30 suggests adding additives like acrylic polymer into the compositions. See 
examples and see claim 2 for anionic polyurethane. Patent does not teach neutralized 
polyurethane. 

Patent '840 teaches claimed anionic solubilized neutralized polyurethanes. Patent '840 
teaches anionic polyurethanes which can be soluble or dispersible in water. See the abstract, and 
see col.2, 11 16-19 for the weight percent. Patent at col.5, lines 52-63 teaches: 
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Neutf alizattom renders fee polymers soluble or di^emMe 
in water for easy formukfckM Mo aqueous Mr sprays (and 
tihus contributes to removability). The neutralised polymers 
can be formulated solely la water as the solvent, or the 55 : 
solve nt system cm be a blend of polar orgaaie solvent and 
water, locally, the organic solvent wtH be an alcohol or 
ketone. Fartalarly suitable solvents are low boiling alco- 
hols that are compatible with other components in fee kair 
fixative composition, for example, C t -C 4 straight or m 
branched chain alcohols. Exemplary polar solvents are 
etttanot, propanol, isoprop&noi, butaaoi acetone, dimethyl- 
ether and dimetboxymefeant-. 

The difference between these patents and the instant application is they do not teach 
second polymer and the amount of water, which is from about 61% to about 76 %. 

However patent '933 teaches film forming polymer and this includes anionic 
polyurethane as the film forming polymer. See col.2, line 34 and see col. 4, 11 5-8 for the weight 
percent of the polymer. Patent '933 teaches various solvents at col.4, 11 17-25. Patent at col.4, 11 
30-050 teaches additional film forming polymer can be added into the compositions and this 
includes polyacrylates and polymethacrylates claimed in the instant application. 

Patent '935 teaches sunscreen compositions. Sunscreen compositions are used for 
treating skin. Patent '935 teaches at col.2, line 45 amount of water. The amount of water claimed 
is within the weight percent taught by patent. 

Accordingly it would be obvious to one of ordinary skill in the cosmetic art to prepare 
compositions of patent '686 and substitute the anionic film-forming polymer with another 
functionally equivalent film forming polymer, which is neutralized solubilized anionic 
polyurethane of patent '840 and add additional film forming polymer (polyacrylate or 
polymethacrylate) taught by patent '933 in analogous cosmetic compositions and add the amount 
of water taught by patent '935. One of ordinary skill in the cosmetic art would modify the 
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compositions of patent '686 by using neutralized and solubilized anionic polyurethane since 
these anionic polyurethanes are soluble in water for easy formulations. This is a prima facie case 
of obviousness. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 17 and 23-28 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 4 and 6-12 of copending 
Application No. 1 1/1 16,638. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because copending application is claiming the skin care 
composition and instant application is claiming method of treating skin using the same skin care 
compostions. It is obvious to use the skin care compositions for treating skin. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT whose telephone number is 571-272- 
0607. The examiner can normally be reached on Monday-Friday, 10:30-7 :30:1st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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